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Status 

1 )KI Responsive to communication(s) filed on 15 August 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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5) D Claim(s) is/are allowed. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-2, 4, 7-8, 11-13, 15, 17, 19-20, 22, 25-26, 29-31, 33, 35, and 49 are rejected 
under 35 U.S.C. 101 because the claimed invention is directed to non-statutory subject matter. 
Detecting, calculating, determining, correcting and performing steps do not result in a physical 
transformation nor do they appear to provide a useful, concrete and tangible result in the event 
that the represented displacement equals the max. value. They appear to manipulate data in a 
computer. Further, the means do not result in a physical transformation nor do they appear to 
provide a useful, concrete and tangible result. They appear to be a CPU, a RAM, a ROM or a 
floppy disk to manipulate data in a computer. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1-2, 4, 7-8, 11-13, 15, 17, 19-20, 22, 25-26, 29-31, 33, 35, 49 are rejected under 
35 U.S.C. 1 12, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in such a way 
as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The disclosure, as originally 



Application/Control Number: 1 0/6 1 2,222 Page 3 

Art Unit: 3726 

filed, failed to provide support for "if the represented displacement does not exceed ... no 
corrections to the design data." 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims -2, 4, 7-8, 11-13, 15, 17, 19-20, 22, 25-26, 29-31, 33, 35, 49 are rejected under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

What happens if the represented displacement is at the max. value? Do both "if events 
occur or not? 

Claims are ambiguous and competitors would be unable to discern the bounds of the 
invention. 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, i f the di fferenees between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-2,4,7-8, 11-13, 15, 17, 19-20,22,25-26,29-31,33,35 and 49, as best 
understood, are rejected under 35 U.S.C. 103(a) as being unpatentable over Taff et al (US 
6,165,658) in view of Leedy (US 5,103,557). 

Re claims 1,4, 19 and 22: Taff discloses detecting, before said board is covered with a 
first insulating layer, the actual position of a first electronic component formed on a surface of 
said board (col. 7, lines 22-57 and col. 8, lines 55-58); calculating a displacement between the 
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design position of said first electronic component and the actual position of said first electronic 
component on the surface of said board, and holding said displacement as first displacement data 
(col. 8, lines 58-65); determining whether the first displacement data represents a displacement 
that exceeds a predetermined maximum value at which the board is rendered defective (12 and 
24 in Fig. 1; col. 7, lines 66-67 and col. 8, lines 1-5 and col. 8, lines 5-45); if the represented 
displacement does not exceed the predetermined maximum value (col. 8, lines 5-45), correcting, 
based on said first displacement data, design data to be used for processing said board, covering 
said board with said first insulating layer to form a wiring pattern connected to said first 
electrical component (col. 8, lines 65-67 and col. 9, lines 1-2); and forming via holes in the first 
insulating layer in accordance with the corrected design data, thereby compensating for the 
actual location of the displaced first electronic component in a subsequent layer (col. 7, lines 22- 
57 and col. 8, lines 44-54); discloses if the represented displacement does exceed the 
predetermined maximum value, performing no corrections to the design data (col. 8, lines 46-54; 
12 and 24 in Fig. 1; col. 7, lines 66-67 and col. 8, lines 1-5), except for detecting is performed 
before a first insulating layer covers the board. 

Leedy discloses detecting is performed before a first insulating layer covers the board (in 
Fig. 5, there is no insulating layer between 15-1 and 2-1 as well as 15-2 to 2-2. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Taff by detecting is performed before a first insulating layer covers the 
board, as taught by Leedy, for the purpose of determining the positions of the electronic 
components. 
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Re claims 2 and 20: Taff discloses applying, based on said design data corrected in said 
correcting, a maskless exposure to the board covered with said first insulating layer (col. 9, lines 
12-26). 

Re claims 7-8, 11-12, 25-26 and 29-30: Taff discloses applying, based on said design 
data corrected in said correcting, based on said second displacement data, a maskless exposure to 
said board covered with said second insulating layer (col. 9, lines 12-26). 

Re claims 13, 15, 17, 31, 33 and 35: Taff discloses that when the actual position of a 
terminal of the formed electronic component is displaced from an end of a wiring line that is 
defined in the design data as being the end to be connected to the terminal of the electron 
component (col. 8, lines 55-63; for example, in Fig. 1, a wiring between terminals 10 and 12 
connects to terminal 14 instead of connecting to terminal 12 as defined in the design data), the 
correcting, based on the second displacement data (displacement between the actual and the 
design data), corrects the design data so as to move the end of the wiring line to be connected to 
the terminal of the electronic component to the actual position of the formed electronic 
component (col. 10, lines 14-17; redirecting the wiring between terminals 10 and 14 to terminals 
10 and 12). 

Claim 49: Taff discloses in col. 17, lines 12-20 calculating correction file relative to a 
CAD reference (means for calculating a displacement; a CPU of a computer) and 
implementation of the correction (means for correcting; a CPU of a computer); means for 
determining whether the first displacement data represents a displacement that exceeds a 
predetermined maximum value at which the board is rendered defective (12 and 24 in Fig. 1; col. 
7, lines 66-67 and col. 8, lines 1-5 and col. 8, lines 5-45; a CPU of a computer); if the 
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represented displacement does not exceed the predetermined maximum value (col. 8, lines 5-45), 
correcting, based on said first displacement data, design data to be used for processing said board 
after said board is covered with said first insulating layer to form a wiring pattern connected to 
said first electrical component (col. 8, lines 65-67 and col. 9, lines 1-2); and forming via holes in 
the first insulating layer in accordance with the corrected design data, thereby compensating for 
the actual location of the displaced first electronic component in a subsequent layer (col. 7, lines 
22-57 and col. 8, lines 44-54); discloses if the represented displacement does exceed the 
predetermined maximum value, performing no corrections (col. 8, lines 46-63; 12 and 24 in Fig. 
1 ; col. 7, lines 66-67 and col. 8, lines 1-5), except for means for detecting. 

Leedy discloses in Fig. 5 means for detecting (10, 36, 46, 48, 50, 38, 40, 15-1, 15-2 . . .). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Taff by detecting is performed before a first insulating layer covers the 
board, as taught by Leedy, for the purpose of determining the positions of the electronic 
components. 

Response to Arguments 

8. Applicant's arguments filed 8/15/08 have been fully considered but they are not 
persuasive. 

Claims 1-2, 4, 7-8, 11-13, 15, 17, 19-20, 22, 25-26, 29-31, 33, 35, 49 are rejected under 
35 U.S.C. 1 12, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in such a way 
as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The disclosure, as originally 
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filed, failed to provide support for "if the represented displacement does not exceed ... no 
corrections to the design data." Further, "if statements are applicable in the event that the 
displacement does or does not exceed the max. value, but there is no "if statement to account 
for in the event that the displacement equals the max value. 

Col. 8, lines 46-63 of Taff discloses the differences in the same layer and there is no 
correction of data if the represented displacement is at the max value. 

Interviews After Final 

9. Applicant note that an interview after a final rejection must be submitted briefly in 
writing the intended purpose and content of the interview (the agenda of the interview must be in 
writing). Upon review of the agenda, the Examiner may grant the interview if the examiner is 
convinced that disposal or clarification for appeal may be accomplished with only nominal 
further consideration. Interviews merely to restate arguments of record or to discuss new 
limitations will be denied . See MPEP 714.13 and 713.09. 

Conclusion 

10. Please provide reference numerals (either in parentheses next to the claimed limitation or 
in a table format with one column listing the claimed limitation and another column listing 
corresponding reference numerals in the remark section of the response to the Office Action) to 
all the claimed limitations as well as support in the disclosure for better clarity (optional). 
Applicants are duly reminded that a full and proper response to this Office Action that includes 
any amendment to the claims and specification of the application as originally filed requires that 
the applicant point out the support for any amendment made to the disclosure, including the 
claims. See 37 CFR 1.111 and MPEP 2163.06. 
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1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rick K. Chang whose telephone number is (571) 272-4564. The 
examiner can normally be reached on 5:30 AM to 1 :30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David P. Bryant can be reached on (571) 272-4526. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Rick K. Chang/ 

Primary Examiner, A.U. 3726 
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December 11,2008 



